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DETAILED ACTION 

Applicant's response filed on February 2, 2006 has been received and entered into the 
case. Claims 23 - 36 are pending and have been considered on the merits. All arguments have 
been fully considered. 

Claim Objections 

1 . Claims 27, 28 and 34 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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3. Claims 23 - 26, 30 - 33 and 36 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Sunvold et al. (6039952) 

Applicant claims a process for controlling fecal hair excretion and trichobezoar formation 
in an animal, the process comprising feeding the animal a composition comprising about 10 - 
42% crude protein, 4 - 30% fat, 1 - 25% total dietary fiber and a supplemental fiber source; 
wherein the animal is a cat or rabbit. Specifically the composition comprises about 1 - 13% 
supplemental fiber source. The supplemental fiber source is selected from at least one 
fermentable fiber; a blend of at least two fermentable fibers; a blend of at least one fermentable 
fiber and a cellulose ether; a blend of at least one fermentable fiber, a cellulose ether and mineral 
oil; and a blend of at least one fermentable fiber and at least one non- fermentable fiber. 
Specifically, the fermentable fiber is selected from beet pulp, gum arabic, FOS and blends 
thereof; or beet pulp; and is present at about 6 - 12%; or 10 - 12% supplemental fiber. More 
specifically, the supplemental fiber is about 6% beet pulp, about 2% gum arabic, about 1.5% 
FOS; or about 12% beet pulp. 

Sunvold teaches a method for improving clinical signs in an animal with renal disease, 
the method comprising feeding the animal a composition comprising about 10 - 32% crude 
protein, 8 - 20% fat, 3 - 25% total dietary fiber, and about 1-11% fermentable fiber (or 
supplemental fiber) (col. 2 line 4-15). The fermentable fibers are selected from beet pulp, gum 
arabic, FOS and mixtures thereof (col.2 line 32-41). The composition is fed to companion 
animals such as a cat (col. 3 line 45-50). 

Although Sunvold does not teach that the method is effective for controlling fecal hair 
excretion and trichobezoar formation, the method steps are the same. In the instant case the 
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claims recite feeding the same composition, in the same amounts, to the same population, as 
disclosed in the prior art. Because the same composition is fed to the same population in the 
same amount, the result of that feeding must necessarily be the same disclosed by applicant. 
Otherwise applicant's invention could not function as disclosed. Moreover, by practicing the 
methods of Sunvold, one would inherently be practicing the claimed method of controlling fecal 
hair excretion and trichobezoar formation. 

While Sunvold does not specifically teach the composition comprises about 12% beet 
pulp; or 6% beet pulp, about 2% gum arabic, about 1.5% FOS; Sunvold does teach about 1 - 
1 1% supplemental, fermentable fibers wherein the fiber is beet pulp, gum arabic, FOS and 
mixtures thereof. The claimed limitation "about 12% beet pulp" allows for amounts slightly 
above and below 12%. The claimed limitation "about 6% beet pulp, about 2% gum arabic, about 
1.5% FOS" allows for amounts slightly above and below the recited amounts. Sunvold also 
provides for amounts slightly above 1 1%, by reciting "about 1 - 1 1%" Therefore, one in the art 
would reasonably expect that about 1 - 1 1% of fermentable fibers selected from beet pulp, gum 
arabic, FOS and mixtures thereof is sufficient specificity to constitute about 12% beet pulp; or 
about 6% beet pulp, about 2% gum arabic, and about 1.5% FOS. (See MPEP 2131.03 II). 

Therefore, the reference anticipates the claimed subject matter. 

4. Claims 23 - 26, 29 - 33 and 35 - 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Reinhart. 

Applicant claims a process for controlling fecal hair excretion and trichobezoar formation 
in an animal, the process comprising feeding the animal a composition comprising about 10 - 
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42% crude protein, 4 - 30% fat, 1 - 25% total dietary fiber and a supplemental fiber source; 
wherein the animal is a cat or rabbit. Specifically the composition comprises about 1-13% 
supplemental fiber source. The supplemental fiber source is selected from at least one 
fermentable fiber; a blend of at least two fermentable fibers; a blend of at least one fermentable 
fiber and a cellulose ether; a blend of at least one fermentable fiber, a cellulose ether and mineral 
oil; and a blend of at least one fermentable fiber and at least one non- fermentable fiber. 
Specifically, the fermentable fiber is selected from beet pulp, gum arabic, FOS and blends 
thereof; beet pulp; or beet pulp and cellulose; and is present at about 6 - 12%; or 10 - 12% 
supplemental fiber. More specifically, the supplemental fiber is about 6% beet pulp, about 2% 
gum arabic, about 1.5% FOS; about 6% beet pulp and about 6.5% cellulose; or about 12% beet 
pulp. 

Reinhart teaches a process for treating GI disorders in an animal, the process comprising 
feeding an animal a composition comprising about 30% crude protein, about 20% fat, about 10% 
total dietary fiber, and about 3 - 9% of a supplemental, fermentable fiber (col. 2). The 
supplemental fiber may be beet pulp, gum arabic, FOS, cellulose and mixtures thereof 
(examples). The animals are pets (abstract) to include cats (col. 2 line 14-19, col. 3 line 15-20, 
example 5). 

Although Reinhart et al. does not teach that the method is effective for controlling fecal 
hair excretion and trichobezoar formation, the method steps are the same. In the instant case the 
claims recite feeding the same composition, in the same amounts, to the same population, as 
disclosed in the prior art. Because the same composition is fed to the same population in the 
same amount, the result of that feeding must necessarily be the same disclosed by applicant. 
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Otherwise applicant's invention could not function as disclosed. Moreover, by practicing the 
methods of Reinhart et al., one would inherently be practicing the claimed method of controlling 
fecal hair excretion and trichobezoar formation. 

While Reinhart does not specifically teach the compositions comprise the claimed 
amounts of each fiber, Reinhart does teach about 3 - 9% supplemental, fermentable fibers 
wherein the fiber is beet pulp, gum arabic, FOS cellulose and mixtures thereof. Since the claims 
each recite "about" before the recited ranges and amounts, the ranges allow for slightly more or 
less than the recited amount. Specifically, "about 10 - 12% supplemental fiber" allows for 
slightly below and above the range. The claimed limitation "about 6% beet pulp, about 2% gum 
arabic, about 1.5% FOS" allows for amounts slightly above and below the recited amounts. The 
limitation "about 6% beet pulp and about 6.5% cellulose" allows for amounts slightly above and 
below the recited amounts. Finally, "about 12% beet pulp" allows for amounts slightly above 
and below 12%. Reinhart also provides for amounts slightly below and above 3 - 9%, by 
reciting "about 3 - 9%". Therefore, one in the art would reasonably expect that about 3 - 9% of 
fermentable fibers selected from beet pulp, gum arabic, FOS, cellulose and mixtures thereof is 
sufficient specificity to constitute about 6% beet pulp, about 2% gum arabic, and about 1.5% 
FOS; about 6% beet pulp and about 6.5% cellulose; and about 12% beet pulp; or. (See MPEP 
2131.03 H). 

Therefore, the reference anticipates the claimed subject matter. 
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Response to Arguments 

Applicant argues that the references do not teach or suggest the functionally limitations 
of controlling fecal hair excretion or trichobezoar formation in cats or rabbits, thus cannot 
anticipate the claims. 

However, this argument fails to persuade because as stated in the above rejections, the 
references teach administering the same compositions, in the same amounts, to the same 
populations as disclosed in the prior art. Moreover, by practicing the methods of the prior art, 
one would inherently be controlling fecal hair excretion and trichobezoar formation. It is further 
noted that the references clearly identify cats in the methods. Therefore, the claims stand 
rejected for the reasons stated here and above. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
andpotential35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 32 - 33 and 35 - 36 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reinhart. 

Applicant claims a process for controlling fecal hair excretion and trichobezoar formation 
in an animal, the process comprising feeding the animal a composition comprising about 10 - 
42% crude protein, 4 - 30% fat, 1 - 25% total dietary fiber and a supplemental fiber source; 
wherein the animal is a cat or rabbit. The supplemental fiber source is present at about 10 - 
12%; is about 6% beet pulp, about 2% gum arabic, and about 1.5% FOS; is about 6% beet pulp 
and about 6.5% cellulose; or is about 12% beet pulp. 

Reinhart teaches a process for treating GI disorders in an animal, the process comprising 
feeding an animal a composition comprising about 30% crude protein, about 20% fat, about 10% 
total dietary fiber, and about 3 - 9% of a supplemental, fermentable fiber (col.2). The 
supplemental fiber may be beet pulp, gum arabic, FOS, cellulose and mixtures thereof 
(examples). The animals are pets (abstract) to include cats (col.2 line 14-19, col. 3 line 15-20, 
example 5). 

Although Reinhart does not teach that the method is effective for controlling fecal hair 
excretion and trichobezoar formation, the method steps are the same. In the instant case the 
claims recite feeding the same composition, in the same amounts, to the same population, as 
disclosed in the prior art. Because the same composition is fed to the same population in the 
same amount, the result of that feeding must necessarily be the same disclosed by applicant. 
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Otherwise applicant's invention could not function as disclosed. Moreover, by practicing the 
methods of Reinhart, one would inherently be practicing the claimed method of controlling fecal 
hair excretion and trichobezoar formation. 

Reinhart does not specifically teach the method wherein the claimed amounts of 
supplemental fibers are fed to the animal. However, Reinhart does teach about 3 - 9% 
supplemental, fermentable fibers wherein the fiber is beet pulp, gum arabic, FOS, cellulose and 
mixtures thereof The claimed limitations each allow for amounts slightly above and below the 
recited amounts since they each recite "about" before the amounts. Specifically, "about 10 - 
12%" allows for slightly below 10%; the limitations "about 6% beet pulp, about 2% gum arabic, 
about 1.5% FOS" and "about 6% beet pulp and about 6.5% cellulose" allows for amounts 
slightly above and below the recited amounts; and "about 12% beet pulp" allows for amounts 
slightly above and below 12%. Reinhart also provides for amounts slightly above 9%, by 
reciting "about 3 - 9%" At the time of the claimed invention, it would have been well within 
the purview of one of ordinary skill in the art to feed the claimed amounts of fibers to the 
animals of Reinhart, in following the methods of Reinhart. Furthermore, it would have been 
obvious to one of ordinary skill in the art to optimize the amounts of each fiber, since Reinhart 
teaches a variety of amounts and combinations of the instant fibers (examples). Generally, 
differences in concentration will not support the patentability of subject matter encompassed by 
the prior art unless there is evidence indicating such concentration is critical. M [W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). "The normal desire of scientists or artisans to improve upon what 
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is already generally known provides the motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of percentages." (MPEP 2144.05(II)(A)). 
Moreover, at the time of the claimed invention, one of ordinary skill in the art would have been 
motivated by the teachings of Reinhart to optimize the amounts of fibers as a matter of routine 
experimentation. 



Response to Arguments 

Applicant argues that the references do not teach a method for controlling fecal hair 
excretion or trichobezoar formation; that applicant has discovered a new use for the composition; 
and that one in the art would not recognize the newly claimed use. Applicant further argues that 
to show inherency, the inherent properties must be recognized by one in the art. Applicant 
argues that the instant methods are directed to treating cats and rabbits, not dogs, as in the prior 
art and that applicant is using improper hindsight. 

However, these arguments fail to persuade because as stated above, while the references 
do not specifically identify the methods are effective to control fecal hair excretion or 
trichobezoar formation, the method steps are the same. In the instant case the claims recite 
feeding the same composition, in the same amounts, to the same population, as disclosed in the 
prior art. Because the same composition is fed to the same population in the same amount, the 
result of that feeding must necessarily be the same disclosed by applicant. Otherwise applicant's 
invention could not function as disclosed. Moreover, by practicing the methods of the cited 
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references, one would inherently be practicing the claimed method of controlling fecal hair 
excretion and trichobezoar formation. 

Regarding applicant's discovery of a new use for an old product that one would not 
recognize, and that inherent properties would not be recognized by one in the art, it is pointed out 
that discovery of a previously unappreciated property does not necessarily render the product or 
method patentably new to the discoverer. Inherent features of methods need not be recognized at 
the time of the invention, but only that the subject matter is in fact inherent in the prior art 
reference (MPEP 2112). Specifically, in the instant case the claims recite feeding the same 
composition, in the same amounts, to the same population, as disclosed in the prior art. Because 
the same composition is fed to the same population in the same amount, the result of that feeding 
must necessarily be the same disclosed by applicant. 

Regarding applicant's assertion that the instant invention is directed to cats and rabbits, 
not dogs, it is noted that Reinhart specifically teaches the method of administering to pet animals 
to include cats. Moreover, Reinhart does, in fact teach administering the composition to cats. 
Furthermore, since Reinhart specifically identifies the method for "pet animals" and rabbits are 
pets, it would be well in the purview of one in the art to practice the method with rabbits, since 
they are also known as "pet animals". 

In response to applicants argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
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applicants disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA1971). 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ruth A. Davis whose telephone number is 571-272-0915. The 
examiner can normally be reached on M-F 7:00 - 2:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 571-272-0926. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



April 3, 2006 
AU 1651 




RUTH A. DAVIS 
PATENT EXAMINER 



